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DETAILED ACTION 

This Office Action is responsive to Applicants Response to Election/Restriction, 
filed 03/17/2008. Claims 1-31 & 33-37 are pending in the instant application. No new 
or amended claims are presented. 

Response to Restriction 

Applicants' election without traverse of Group I: Claims 1 (in part), 2-5, 6 (in part), 
9-17, 18 (in part), 19-22, 26, 27 (in part), 28 (in part), 29-31, & 33-37: drawn to 
compounds and medical agents according to formula (I) wherein ring A is a benzene 
ring, is acknowledged. For this reason, the remaining, non-elected subject matter 
(Groups ll-VI) is withdrawn from further consideration. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-6, 8, 10, 11, 16, 30, 31, & 33-37 are rejected under 35 U.S.C. 102(b) as 
being anticipated by Perrier etal. (US 6,020,339). Taught in the patent are 
pharmaceutical agents comprising aryl furan derivatives such as Examples 8, 23, 33, 
38, & 43 which anticipate formula (I) wherein R1 = H; M4 = CH2; M1 , Y, M2, M3, & X2 = 
bond; X1 = O; R2 = substituted aromatic group; p = 1; and R = substituted hydrocarbon 
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group. The compounds described in the '339 patent are shown to be PDE IV inhibitors; 
however, if one of ordinary skill in the art were enabled to make and use compounds 
according to the formula (I) of the instant application, then that same person of ordinary 
skill in the art would be inherently enabled to make and use the compounds taught by 
Perrier et al. as pharmaceutical agents for regulating PPAR as claimed in claims 30, 31 , 
& 33-37. For this reason, the compounds and pharmaceutical compositions of Perrier 
et al. anticipate claims 30, 31 , & 33-37 without explicitly teaching their agents as useful 
as PPAR agents. 

Claims 1-6, 8, 10-12, 16-18, 26-31 , & 33-37 are rejected under 35 U.S.C. 102(b) 
as being anticipated by Beswick et al. (WO 02/092590; see IDS). Taught in the 
reference are the compounds according to formula (I) in the abstract. Several species 
are contemplated within the scope of formula (I); for example: compound RN 476154- 
33-3, shown below, wherein X1 = O; R2 = substituted aromatic; R = substituted 
hydrocarbon; p = 1 ; M1 = CH2; Y = O; M2 = bond; X2 = bond; M3 & M4 = CH2; & R1 = 



H. 




4- 



5- ii-chi-r-?;:-n5i-yl i -2- (trxiiuossHwthyl) -3- 
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The invention taught in WO 02/092590 also contemplated hydrolysable esters 
(prodrugs) of formula (I) (p. 3, II. 20) and the compounds were useful for pharmaceutical 
agents in the treatment of PPAR regulated diseases. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 9, 15, & 19-22 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Beswick et al. (WO 02/092590; see IDS). Taught in the reference are the 
compounds according to formula (I) in the abstract. Several species are contemplated 
within the scope of formula (I); for example: compound RN 476156-39-5, shown below, 
wherein X1 = O; R2 = substituted aromatic; R = substituted hydrocarbon; p = 1; M1 = - 
CH2CH2; Y = O; M2 = bond; X2 = bond; M3 & M4 = CH2; & R1 = H. 

m 4751SS-3S-S capics 
CK Acetic acid, 

2- [ 4- [2- ;S- -4-chl ?rv phenyl! -2-[[ (phenyLiv-^ hi' I : thic ]:-.[■= t.hyyi ] - ':- 
furanvijevhyl] -S-KietSylpheriOKy J- (CA INDEX KSi-iE} 
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The difference between the compound RN 476156-39-5 and Claims 9 & 19-22 
(formula (I)) of the instant application is position of the substituents about the ring A. 
The substituents taught in WO 02/092590 and compound RN 476156-39-5 are para 
with respect to each other, whereas the substituents about ring A in the instant 
application are meta with respect to each other. Therefore, the instant compounds and 
the compounds of the prior art are positional isomers. 

The difference between the compound RN 476156-39-5 and Claim 15 (formula 
(I)) of the instant application is M1. M1 is CH2CH2 in the compound RN 476156-39-5 
and M1 is at least 3 or more carbon atoms. Therefore, the instant compounds 
according to Claim 15 are homologs of the compound RN 476156-39-5. 

One skilled in the art would have found the claimed compounds prima facie 
obvious because it is well established that nothing unobvious is seen in positional 
isomers, since such structurally related compounds suggest one another and would be 
expected to share common properties absent a showing of unexpected results. In re 
Norris, 84 USPQ 458 (1950). 

Claim Objections 

Claims 1, 6-8, 18, 23-25, 27, & 28 are objected to for containing non-elected 
subject matter (said claims recite subject matter wherein A is not a benzene). 
Appropriate correction is required. 
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Telephone Inquiry 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jason M. Nolan, Ph.D. whose telephone number is 
(571) 272-4356 and electronic mail is Jason. Nolan@uspto.qov. The examiner can 
normally be reached on Mon - Fri (9:00 - 5:30PM). If attempts to reach the examiner by 
telephone are unsuccessful, the examiner's supervisor, Joseph M c Kane can be 
reached on (571) 272-0699. The fax phone number for the organization where this 
application or proceeding is assigned is 571-273-8300. Information regarding the status 
of an application may be obtained from the Patent Application Information Retrieval 
(PAIR) system. Status information for published applications may be obtained from 
either Private PAIR or Public PAIR. Status information for unpublished applications is 
available through Private PAIR only. For more information about the PAIR system, see 
http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

/Jason M. Nolan, Ph.D./ 

Examiner, Art Unit 1626 

/Joseph K. McKane/ 

Supervisory Patent Examiner, Art Unit 1626 



